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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 4 and 7 through 18. Cains 5
and 6 have been canceled. [In an After Final anmendnent filed
April 28, 1997, claim 18 was cancel ed. Accordingly, clains 1

through 4 and 7 through 17 remain before us on appeal .
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Appel lants' invention relates to a nenory card device in
which a data relief area is created when and if a defective
area, one into which data cannot be successfully witten, is
detected in the storage area. Caim15 is illustrative of the
clainmed invention, and it reads as foll ows:

15. A nenory card device conpri sing:

a storage area divided into a plurality of space bl ocks,
each of said space blocks including a predeterm ned nunber of
menory cells; and

a data control circuit which creates a data relief area
in said storage area if and when it detects that data can not
be successfully witten into a defective area in said storage
area, said data control circuit creating said data relief area
by locating and identifying a predeterm ned nunber of space
bl ocks in said storage area and witing data destined for said
defective area instead into said data relief area, said data
control circuit being operative such that said storage area
contains no data relief areas before said defective area is
det ect ed.

The prior art reference of record relied upon by the
examner in rejecting the appealed clains is:

Harari et al. (Harari) 5,297, 148 Mar. 22,
1994

Claims 1 through 4 and 7 through 17 stand rejected under
35 U.S.C. 8 103 as being unpatentable over Harari.

Ref erence is nade to the Exam ner's Answer (Paper No. 26,
mai led July 17, 1997) for the exam ner's conplete reasoning in
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support of the rejections, and to appellants' Brief (Paper No.

25, filed April 24, 1997) and Reply Brief (Paper No. 27, filed

Septenber 17, 1997) for appellants' argunents thereagainst.
OPI NI ON

As a prelimnary matter we note that appellants have
i ndi cated on page 4 of the Brief that all of the clains are to
stand or fall together except for claim1l5. W agree with
appel l ants' grouping and, therefore, will treat claim15 as
one group and the remaining clains as a second group with
claim1l as representative.

We have carefully considered the clainms, the applied
prior art reference, and the respective positions articul ated
by appellants and the exam ner. As a consequence of our
review, we will reverse the obviousness rejection of clainms 1
through 4 and 7 through 17.

Claim15 calls for "a data control circuit which creates
a data relief area in said storage area if and when it detects
that data can not be successfully witten into a defective
area in said storage area." Harari discloses a built-in spare
portion for replacing defective cells. In other words, Harar
does not create a data relief area when and if a defect is
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detected, but rather includes such an area regardl ess of
whet her defects are detected. The exam ner asserts (Answer,
page 3) that it would have been obvious to the skilled artisan
to nodify Harari to "generate back-up storage only when
needed. "

In a rejection under 35 U. S.C. § 103, it is incumbent
upon the exam ner to establish a factual basis to support the

| egal conclusion of obviousness. See In re Fine, 837 F.2d

1071, 1074, 5 USPQRd 1596, 1598 (Fed. Cr. 1988). 1In so
doing, the examner is required to provide a reason from sone
t eachi ng, suggestion or inplication in the prior art as a
whol e, or know edge generally available to one of ordinary
skill in the art, why one having ordinary skill in the
pertinent art would have been led to nodify the prior art to

arrive at the clained i nvention. Uniroval. Inc. v. Rudkin-

Wley, 837 F.2d 1044, 1052, 5 USPQ2d 1434, 1438 (Fed. Grr

1988), cert. denied, 488 U S. 825 (1988). These show ngs by

t he exam ner are an essential part of conplying with the

burden of presenting a prinma facie case of obviousness. Note

In re Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed.

Gr. 1992).
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In the present case, the exam ner has provided no
secondary references for a teaching, suggestion, or
inplication as to why the skilled artisan would have nodified
Harari. The examiner's notivation for nodifying Harari is to
i nprove the efficiency of the device by creating back-up space
as needed, thereby not wasting nmenory space. Although the
notivation for nodifying a reference may conme from conmon
knowl edge in the art, the exam ner's reasoning cones straight
from appel | ants' objects of the invention (Specification,
pages 7-8). The exam ner contends (Answer, page 4) that
simlar techniques are used in other environnments, but
provi des no evidence to corroborate his assertions. Thus, the
exam ner clearly has engaged in inperm ssible hindsight.
Accordi ngly, we cannot sustain the rejection of claim15.

Claiml simlarly recites a neans for creating a data
relieving area when and if a defect is detected. As explained
above, the exam ner has failed to provide adequate notivation
for nodifying Harari to nmeet such a limtation. Caim1l also
recites a nmeans for creating a second data relieving area when
and if the first area is full and a defect is detected.

Harari discloses remapping an entire sector to another sector
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if the alternative defects data area in the first sector is
full. The exam ner states (Answer, page 8) that Harari's
substituting a replacenent sector for a defective sector is
the notivation for creating a second relief area when a first
one is full. However, we fail to see how a teaching to
replace the entire sector would have notivated the skilled
artisan to create a second alternative defects area wthin the
sanme sector. The two nmethods for dealing with a full relief
area are quite different. Again the exam ner has provided no
basis for the particular nodification. Therefore, we cannot
sustain the rejection of claim1l nor the clainms grouped

therewith, clainms 2 through 4, 7 through 14, 16, and 17.
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CONCLUSI ON

The decision of the exam ner rejecting clains 1 through 4
and 7 through 17 under 35 U.S.C. 8 103 is reversed.

REVERSED

ERROL A. KRASS
Adm ni strative Patent Judge

BOARD OF PATENT

JERRY SM TH APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

ANI TA PELLMAN GROSS
Adm ni strative Patent Judge
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